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DECI S| ON ON APPEAL

This is a decision on appeal under 35 U.S.C. § 134 from

the rejection of claim15. W reverse.

BACKGROUND

The invention at issue in this appeal relates to disc
drives. A disc drive includes rigid discs nounted on a
spindl e notor that causes the discs to spin and the surfaces

of the discs to pass under respective head gi nbal assenblies
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(HGAs). HGAs carry transducers that wite data to and read
data fromthe

surfaces of the discs. An HGA includes a hydrodynamc (e.g.,
air) bearing slider and a ginbal. The ginbal provides a
resilient connection that allows the slider to pitch and rol

while follow ng the topography of the disc.

A conventional "catamaran” slider includes a pair of
rai sed side rails that face the surface of the disc and form
air bearing surfaces. As the disc rotates, the disc drags air
under the slider along the air bearing surfaces. As the air
passes beneath the side rails, skin friction on the air
beari ng surfaces causes the air pressure between the disc and
the air bearing surfaces to increase which creates a
hydrodynamic lifting force that causes the slider to |ift and

fly above the surface of the disc.

The appellant's slider features a slider body with a
| eadi ng edge, a trailing edge, and a |l ength neasured fromthe
| eadi ng edge to the trailing edge. First and second

| ongi tudi nal bearing surfaces are positioned on the slider
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body and feature a | eading portion, a trailing portion, and a
wai st portion. The waist portion of at |east one bearing
surface is wder than the leading and trailing portions and
has a maxi numwi dth at a position that is between 1/3 and 2/3

the length of the slider body.

Caim15 foll ows:
15. A disc drive conprising:
a housi ng;

arigid disc nmounted in the housing for rotation
about a central axis, the disc having a recording
surf ace;

a rotary track accessing arm supported over the
recordi ng surface; and

a slider carried by the track accessing arm for
communi cation with the recording surface, the slider
conpri si ng:

a slider body having a | eadi ng edge, a
trailing edge and a |l ength nmeasured fromthe
| eadi ng edge to the trailing edge;

first and second | ongi tudi nal bearing
surfaces positioned on the slider body which
have a shape that concentrates positive
pressure, which is devel oped between the bearing
surfaces and the recording surface as the
recordi ng surface rotates about the centra
axis, between 1/3 to 2/3 the length of the
sl i der body;
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a shal l ow recessed area positioned between
the first and second bearing surfaces; and

a third | ongitudinal bearing surface
positioned within the shall ow recessed area
between the first and second | ongitudi na
beari ng surfaces and extendi ng between the
| eading and trailing edges.

The reference relied on in rejecting the clains foll ows:

Read- Rite, European Patent Application 0600348A2,
June 8, 1994.

Claim 15 stands rejected under 35 U . S.C. 8§ 103(a) as obvious
over Read-Rite. Rather than repeat the argunents of the
appel l ant or examner in toto, we refer the reader to the

brief and answer for the respective details thereof.

OPI NI ON
In deciding this appeal, we considered the subject natter
on appeal and the rejection advanced by the exam ner.
Furthernore, we duly considered the argunents and evi dence of
the appellant and exam ner. After considering the record, we
are persuaded that the examner erred in rejecting claiml15.

Accordi ngly, we reverse.
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We begin by noting the follow ng principles from

Inre Rijckaert, 9 F.3d 1531, 1532, 28 USPQ@2d 1955, 1956 (Fed.

Gr. 1993).

In rejecting clains under 35 U . S.C. Section 103, the
exam ner bears the initial burden of presenting a

pri ma facie case of obviousness. In re Cetiker, 977
F.2d 1443, 1445, 24 USPQRd 1443, 1444 (Fed. Cr
1992).... "A prima facie case of obviousness is

est abl i shed when the teachings fromthe prior art
itself would appear to have suggested the clained
subject matter to a person of ordinary skill in the
art." Inre Bell, 991 F. 2d 781, 782, 26 USPQd
1529, 1531 (Fed. Cir. 1993) (quoting In re Rinehart,
531 F.2d 1048, 1051, 189 USPQ 143, 147 (CCPA 1976)).

Wth these principles in mnd, we consider the examner's

rejection and the appellants' argunent.

Adm tting, "Read-Rite Corporation does not specify an
exact location for the waist portions (shown in Figures 4 and

5, for exanple),"” (Exam ner's Answer at 6), the exam ner
asserts, "[b]ecause of this, a routineer in the art would have
| ocated the waist at a position resulting fromroutine
opti m zati on and experinentation within the teachings of Read-

Rite Corporation.”™ (ld.) The appellants argue, "routine

opti m zati on and experinentation would not result in a slider
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having the structure recited in claim... 15." (Appeal Br. at

8-9.)

“Clainms are not interpreted in a vacuum but are part of

and are read in light of the specification.” Slinfold Mg.

Co. v. Kinkead Indus., Inc., 810 F.2d 1113, 1116, 1 USPQd

1563, 1566 (Fed. Cir. 1987) (citing Hybritech Inc. v.

Monocl onal Anti-bodies, Inc., 802 F.2d 1367, 1385, 231 USPQ

81, 94-95 (Fed. Cir. 1986); In re Mttison, 509 F.2d 563, 565,

184 USPQ 484, 486 (CCPA 1975)). Here, claim 15 specifies in
pertinent part the following limtations: "first and second

| ongi tudi nal bearing surfaces positioned on the slider body
whi ch have a shape that concentrates positive pressure, which
i s devel oped between the bearing surfaces and the recording
surface as the recording surface rotates about the centra

axis, between 1/3 to 2/3 the length of the slider body ...."

The specification defines the limtations as foll ows.

Side rails 38 and 40 form | ongitudi nal bearing
surfaces 62 and 64, respectively. Bearing surfaces
62 and 64 have a | eading portion 66, a waist portion
68 and a trailing portion 70. Leading portion 66
i ncludes a | eading taper 72. Leading portion 66 and
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trailing portion 70 have wi dths 74 and 76,
respectively. Wdths 74 and 76 may be equal to one
anot her or different fromone another. i st
portion 68 w dens from |l eading portion 66 to a
maxi mum wi dt h 78 and then narrows from nmaxi mum wi dt h
78 to trailing portion 70. Maximumw dth 78 is
greater than wwdths 74 and 76 and is positioned at a
di stance 80 from | eadi ng edge 50.

Di stance 80 is preferably between about 1/4 to
3/4, nore preferably between about 1/3 to 3/4, and
nost preferably between about 1/3 to 1/2 the length
58 of slider 36. In these ranges, maxi numw dth 78
is positioned about or slightly forward of the
slider mdpoint. Air is pressurized by |eading
taper 72 and then enters the wide area in wai st
portion 68. Mst of the high pressure devel oped on
wai st portion 68 | eaks along inside edge 82 before
entering the narrow trailing portion 70. Therefore,
nore air with high pressure concentrates at the
slider m dpoint and does not contribute to pitch
stiffness. Thus, the hydrodynam c features of
slider 36 provide a very conpliant air bearing which
is particularly useful for proximty recording.

(Spec. at 8-9.)

Reading the clainms in light of the specification, the
limtations recite that the respective waists of two

| ongi tudi nal bearing surfaces are wi der than the | eading and
trailing portions of the surfaces and have a maxi num wi dth at
a position between 1/3 and 2/3 the length of the associated

slider body.



Appeal No. 1999-0037 Page 8
Application No. 08/611, 657

The exam ner fails to show a suggestion of the
limtations in the prior art. The U S. Court of Custons and
Pat ent Appeal s (CCPA) established the rule that the discovery
of an optinmmvalue of a variable in a known process is
normal |y obvi ous.

In re Aller, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955).

As with many rules, there are exceptions to the CCPA s rule.
One exception is the case where a paraneter being optim zed
was not recognized to be a “result-effective variable.” In re
Yates, 663 F.2d 1054, 1057, 211 USPQ 1149, 1151 (CCPA 1981);

In re Antonie, 559 F.2d 618, 621, 195 USPQ 6, 9 (CCPA 1977).

Thi s exception applies here.

In determ ni ng whether the invention as a whole would
have been obvi ous under § 103, we nust first delineate the
invention as a whole. In delineating the invention as a
whol e, we ook to the subject natter recited in the claimand
to those properties of the subject matter disclosed in the
specification. Antonie, 559 F.2d at 619, 195 USPQ at 8.

Here, the invention as a whole is that the respective waists

of two | ongitudinal bearing surfaces are wi der than the
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| eading and trailing portions of the surfaces and have a
maxi mum w dth at a position between 1/3 and 2/3 the | ength of
the associated slider body. The property is that nore air

wi th high pressure concentrates at the slider's m dpoint and

does not contribute to pitch stiffness. (Spec. at 9.)

The controlling question is sinply whether the
di fferences between the prior art and the appellant’s
i nvention as a whole viz., the positioning of the waists of
the | ongi tudi nal bearing surfaces and its property, are such
that the invention would have been obvious. The answer is no.
The exam ner has not shown that the prior art as a whole
recogni zed that pitch stiffness depends on the positioning of
the wai sts of |ongitudinal bearing surfaces. Recognition of
this dependence is essential to the obviousness of conducting
experinments to decide the positioning of the |ongitudina
bearing surfaces that will offer an acceptable pitch
stiffness. The exam ner gives no basis for the obvi ousness of
the necessary experinments apart fromthe appellant’s

di scl osure thereof.
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For these reasons, we are not persuaded that teachings
fromthe applied prior art woul d appear to have suggested the
limtations of "first and second | ongitudi nal bearing surfaces
positioned on the slider body which have a shape that
concentrates positive pressure, which is devel oped between the
bearing surfaces and the recording surface as the recording
surface rotates about the central axis, between 1/3 to 2/3 the
| ength of the slider body ...." The examner fails to

establish a prim facie case of obviousness. Therefore, we

reverse the rejection of claim15 under 35 U S.C. §8 103(a) as

obvi ous over Read-Rite.

CONCLUSI ON

In summary, the rejection of claim15 under 35 U S. C

§ 103(a) is reversed.
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REVERSED

KENNETH W HAI RSTON
Adm ni strative Patent Judge

BOARD OF PATENT

LANCE LEONARD BARRY APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

HOMARD B. BLANKENSH P
Adm ni strative Patent Judge
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